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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address • 
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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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1)13 Responsive to communication(s) filed on 27 May 2004 . 
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DETAILED ACTION 
Claim Objections 

1. Claim 5 is objected to because of the following informalities: the term "a 
watermark detection" (on line 14 of page 5) should be changed to "an electronic 
watermark detection" for the consistency as set forth in all the claims. Appropriate 
correction is required. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claim 12 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

a. Referring to claim 12: 

(1) This claim recites the new added limitation: "at least one of: 
a reader to read information recorded in storage and supply the same to the decoding 
apparatus (lines 11-12 of page 10). This limitation fails to disclose in the decoding 
apparatus within the specification and as well as in the Figures 5-6 and 9-10 of the 
decoding apparatus. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this Office 
action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 
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5. Claims 3 and 12 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Kori (US 6,480,607). 

a. Referring to claim 3: 
i. Kori teaches: 

(1) A decoding apparatus [i.e., Figure 4; the data 
processing device 30 includes a first CSS decoder 31, a second CSS decoder 32, 
an MPEG decoder 33, a media type decoder 34, a watermark (WM) detection/re- 
encoding unit 35, an output controller 36 and switches 37, 38 (column 9, lines 24- 
28)], 

(a) a decryption designation input means for 
indicating a necessity of decryption of encrypted data in accordance with if an input 
code data is encrypted or not [i.e., referring to Figure 4, the first CSS decoder 31, 
that is "for indicating a necessity of decryption of encrypted data in accordance 
with if an input code data is encrypted or not", performs decryption in 
accordance with the algorithm matched to the first CSS encoder 21 or using the 
matched encryption key (column 11, line 12-14)], comprising: 

(b) a decryption means for restoring an original 
video or audio information which is coded by decrypting the input code data which is 
encrypted [i.e., decrypting means for doing decrypting matched to encrypting of 
the playback control data received by the reception means (column 5, line 55-58)]; 

(c) a selecting means for switching between an 
output of said decryption means and an output without using said decryption means 
[i.e., referring to Figure 4, the data processing device 30 includes a first CSS 
decoder 31, a second CSS decoder 32, an MPEG decoder 33, a media type 
decoder 34, a watermark (WM) detection/re-encoding unit 35, an output controller 
36 and switches 37, 38, that is "a selecting" (column 9, lines 24-28)]; 

(d) a decoding means for decoding the coded 
video or audio information, which is outputted from said selecting means [i.e., referring 
to Figure 4, the data processing device 30 includes a first CSS decoder 31, that is 
"a decoding", a second CSS decoder 32, that is "a decoding", an MPEG decoder 
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33, a media type decoder 34, a watermark (WM) detection/re-encoding unit 35, an 
output controller 36 and switches 37, 38 (column 9, lines 24-28)];; 

(e) an electronic watermark detection means for 
detecting a watermark information indicative of a copy management information, 
including at least copy prohibition which is superimposed onto the video or audio 
information [i.e., the watermark detection/re-encoding unit, that is "an electronic 
watermark detection", detects the copyright control information superimposed on 
the picture data by watermark processing. The detected copyright control 
information specifies one of "copy free", "one copy", "no more copy", or "never 
copy". The watermark detection/re-encoding unit sends the detected copyright 
control information to the output controller (column 9, line 66-67 and column 10, 
line 1-6)]; and 

(f) a reproduction restricting means for controlling 
reproduction of the video or audio information in accordance with said copy 
management information, when any of the copy management information is detected 
upon a detection result by said electronic watermark detection means, in case of 
decoding the coded video or audio information which is inputted, directly without using 
said decryption means [i.e., if the watermark detection/re-encoding unit detects the 
copyright control information other than "one copy", the reproduction device, 
that is for "controlling reproduction of the video or audio information in 
accordance with said copy management information", outputs the detected 
copyright control information to outside via switch without doing re-encoding 
(column 10, line 12-17)]. 

b. Referring to claim 12: 

i. This claim has limitations that is similar to those of claim 3, 
thus it is rejected with the same rationale applied against claim 3 above, and, 

(1) at least one of: a reader to read information recorded 
in storage and supply the same to the decoding apparatus [i.e., as shown in Figure 1, 
This optical disc reproducing device 100 includes an optical disc drive 101, a data 
processing device 102 for doing data processing on picture data etc read out 
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from the optical disc drive 101 (column 1, lines 48-54). From this optical disc D, 
the above media type information as well as the compressed picture or audio 
data is read out by the optical disc drive 101 (column 2, lines 17-19). 
Furthermore, referring to Figure 4, The optical disc reproducing device 1 of Kori's 
invention is made up of an optical disc drive 20 for reading out picture data or 
speech data recorded on the optical disc D, a data processing device 30 for doing 
data processing on the picture data etc read out from the optical disc drive 20 
(column 8, lines 28-34)]; and 

(2) an output unit to receive an output of the reproduction 
apparatus to produce at least one of audio sound and video display [i.e., referring to 
Figures 4 and 5, the watermark (WM) detection/re-encoding unit 35 sends the 
detected copyright control information to the output controller 36, that functions 
like "an output unit". If, as a result of the detection of the copyright control 
information the watermark (WM) detection/re-encoding unit 35 detects "one 
copy", it re-encodes the copyright control information superimposed on the 
picture data, using watermark processing, for changing "one copy" to "no more 
copy", to output the re-encoded copyright control information to outside via 
switch 38. If, as a result of the detection of the copyright control information the 
watermark (WM) detection/re-encoding unit 35 detects the copyright control 
information other than "one copy", it outputs the detected copyright control 
information to outside via switch 38 without doing re-encoding. In addition, The 
output controller 36 performs on/off control of the switches 37, 38 based on the 
information sent from the media type decoder 34 and from the watermark (WM) 
detection/re-encoding unit 35 (column 10, lines 4-21)]. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claim 5 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kori as applied to claim 3 above, and further in view of Traw (US 5,949,877). 

a. Referring to claim 5: 

i. Kori teaches the claimed subject matter per claim 3 above 

except for: 

(1) AKE (Authentication and Key Exchange) means for 
conducting an authentication between a supply device of the input code data and key 
exchange necessary for decryption. 

ii. However, Traw teaches: 

(1) AKE (Authentication and Key Exchange) Subsystem 
is responsible for implementing the protocols which are used to ensure that devices 
exchanging protected content are compliant (column 9, line 30-40). 

iii. It would have been obvious to a person having ordinary skill 
in the art at the time the invention was made to: 

(1 ) include such AKE subsystem (in Kori) to further detect 
and protect digital content from violating the copyright protection and/or other misuse 
during the transferring between devices in accordance with the decryption system (see 
Traw's abstract). 

iv. The ordinary skilled person would have been motivated to: 

(1 ) add this AKE circuit in accordance with the decryption 
system (such as Kori's Data Processing Device - Figure 4, 5, 6, and 7) for safeguarding 
against unauthorized duplication (column 1, line 15 of Kori). 

Allowable Subject Matter 

8. Claims 1 -2, 4,6-11,13-15 are allowed. 

9. The following is an examiner's statement of reasons for allowance: The 
prior art of record neither anticipates nor renders obvious the instant combination for 
detecting an electronic watermark information indicative of a copy management 
information, including at least a copy prohibition which is superimposed onto the video 
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or audio information, in case where the video or audio information recorded in said 
storage medium is detected in said encryption system detection means as being not 
encrypted in accordance with the predetermined encryption system as set forth in each 
independent claims 1, 6, and 10. 



10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 



generates a reproduced video signal S16 (see Figure 1 and column 2, lines 12-13). 



communications from the examiner should be directed to Thanhnga (Tanya) Truong 
whose telephone number is 703-305-0327. 



the examiner's supervisor, Kim Vu can be reached on 703-305-4393. The fax and 
phone numbers for the organization where this application or proceeding is assigned is 
703-872-9306. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose telephone 
number is 703-305-3900. 



Conclusion 



a. 



Ogino (US 6,577,810 B1) discloses a read-out unit 14, which 



Any inquiry concerning this communication or earlier 



If attempts to reach the examiner by telephone are unsuccessful 
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